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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment was received on 5/27/04, and has been entered and made of 
record. Currently, claims 19-34 are pending. 



2. Applicant's arguments filed 5/27/04 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments regarding the rejection of claim 19, cited in the 
Office action dated 5/27/04 as being anticipated by Li et al (U.S. Patent Number 5,506,697), 
whereby applicant argues on pages 5 and 6 that Li fails to teach of synthesizing first image data 
(based on reading a document) with second image data, where the second image data is 
indicative of at least one of operating conditions which determine image quality of the reading 
means, an image processing means and an image forming means. As seen in colunm 8, lines 4 
through 18, Li teaches that "symbol 45 can be encoded by encoder 44 to also include application 
data . . .[that] may identify particular software used to generate the original document text, such 
as word processing software or spreadsheet software". Further, as read in column 2, lines 35 
through 34, the encoded symbol is used to "produce a printed copy of the original document free 
of any image degradation occurring during facsimile transmission." Thus, the symbol 45 is 
indicative of operating conditions which determines the image quality of the image forming 
means. Currently, claim 19 requires the second image data being indicative of at least one of 
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operating conditions which determine image quality of the reading means, the image processing 
means and the image forming means. Therefore, Li can be interpreted as teaching of synthesizing 
first image data with second image data, where the second image data is indicative of at least one 
of operating conditions which determine image quaUty of the reading means, an image 
processing means and an image forming means. 

Continuing, apphcant argues on pages 6 and 7 that Li fails to teach that both the first and 
second image data are synthesized on the same sheet of paper. The examiner notes that the first 
image data is interpreted as document text 40a within original document 40, as seen in Fig. 3, 
and read in column 7, lines 46 through 56. Continuing, as read in column 7, line 66 through 
column 8, line 3, "the printer 46 reprints the text 40a in conjunction with coded symbol 45 on a 
clean document sheet. Document 50 thus represents either original document 40 bearing encoded 
symbol 45 or a reprint of the original document bearing coded symbol 45." Therefore, the coded 
symbol is synthesized with the original image to create a "reprint of the original document 
bearing coded symbol 45". Because of this, Li can be interpreted as teaching that both the first 
and second image data are synthesized on the same sheet of paper. 

3. Therefore, the rejection of claim 19, as cited in the Office action dated 3/3/04, under 35 
U.S.C. 102(b), as being anticipated by Li et aL, is maintained and repeated in this Office action. 
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Claim Rejections - 35 USC §102 



4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 19-21, 25, 29, 33, and 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Li et al (U.S. Patent Number 5,506,697, cited in the Office action dated 3/3/04). 

Regarding claim 19, Li discloses an image forming apparatus (see Figs. 3, 7 and 8, 
column 7, lines 53 through 56, and column 11, line 41 through column 12, line 2) comprising 
reading means for reading a document and providing image data on the document as first image 
data (scanner 42, column 7, lines 48 through 54), image processing means for processing the first 
image data provided by the reading means (column 7, lines 48 through 61, and column 11, line 
41 through column 12, line 34), image forming means for forming an image on a sheet of paper 
corresponding to input image data (printer 46, column 7, line 56 through column 8, line 3, and 
column 12, lines 28 through 34), operating condition image producing means for producing 
image data as second image data (code symbol 45, being produced by the encoder 44, column 7, 
lines 46 through 56), indicative of at least one of operating conditions which determine image 
quality of the reading means, the image processing means and the image forming means (colimm 
8, lines 4 through 26, column 9, lines 12 through 42, and column 1 1, lines 20 through 40), 
synthesizing means for synthesizing the first image data processed by the image processing 
means with the second image data produced by the operating condition image producing means 
(see Fig, 3, coded symbol 45, printed on dociunent 50, column 7, line 56 through column 8, line 
3), means for controlling the image forming means to form an image corresponding to the fu-st 
and second image data synthesized by the synthesizing means on the sheet of paper (see Fig. 3, 
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coded symbol 45, printed on dociunent 50, column 7, line 56 through column 8, line 3, and 
column 12, lines 1 1 through 20), means for designating whether or not the first image data 
obtained by the image processing means should be synthesized with the second image data 
produced by the operating condition image producing means (being the designation of encoded 
symbol mode, seen as step 172 in Fig. 8, column 12, lines 3 through 28), and the synthesizing 
means synthesizes the first image data obtained by the image processing means with the second 
image data produced by the operating condition image producing means and provides resultant 
synthesized image data in a case where the designating means designates synthesis (step 180, 
when designated to be in the symbol mode, as "yes" in step 172, colxunn 12, lines 1 1 through 
20), and provides only the first image data obtained by the image processing means in other 
cases (step 174, column 12, lines 6 through 10). 

Regarding claims 20 and 21, Li discloses the apparatus discussed in claim 19, and further 
teaches that the operating condition image producing means includes means for producing a 
character image data and a pattern code image data indicative of the operating conditions 
(column 7, line 56 through column 8, line 34). 

Regarding claim 25, Li discloses the apparatus discussed in claim 19, and fiirther teaches 
that the operating condition image producing means includes means for producing an image data 
indicative of processing conditions of the image processing means (column 4, line 62 through 
column 5, line 12, and column 8, lines 4 through 34). 

Regarding claim 29, Li discloses the apparatus discussed in claim 20, and fiirther teaches 
that the operating condition image producing means includes means for producing an image data 
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indicative of processing conditions of the image processing means (column 4, line 62 through 
column 5, line 12, and column 8, lines 4 through 34). 

Regarding claim 33, Li discloses the apparatus discussed in claim 21, and further teaches 
that the operating condition image producing means includes means for producing an image data 
indicative of processing conditions of the image processing means (column 4, line 62 through 
column 5, line 12, and column 8, lines 4 through 34). 

Regarding claim 34, Li discloses the apparatus discussed in claim 21, and further teaches 
that the image corresponding to the second image data is user readable (column 6, lines 41 
through 59). 

Claim Rejections - 35 USC §103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 22-24, 26-28, and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Li et al (U.S. Patent Number 5,506,697, cited in the Office action dated 
3/3/04) in view of Antognini et al (U.S. Patent Number 6,176,427, cited in the Office action 
dated 3/3/04). 

Regarding claims 22, 26, and 30, Li discloses the apparatus discussed in claims 19, 20, 
and 21, respectively, but fails to expressly disclose if the operating condition image processing 
means includes means for producing an image data indicative of input conditions of the reading 
means. 
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Antognini discloses an image forming apparatus (see Fig. 24) comprising reading means 
for reading a document and providing image data on the document as first image data (being 
inherent in a facsimile machine, column 22, line 47 through column 23, line 7, column 47, lines 
28 through 45, and column 48, lines 1 through 28), image processing means for processing the 
first image data provided by the reading means (steps 2401 and 2402, column 47, lines 28 
through 38), image forming means for forming an image on a sheet of paper corresponding to 
input image data (printed onto a substrate at step 2404, whereby a printer is inherently in a 
facsimile machine), operating condition image producing means for producing image data as 
second image data (digitally encoded substrate, see Figs. 1 and 2), indicative of at least one of 
operating conditions which determine image quality of the reading means, the image processing 
means and the image forming means (see Fig. 2, column 19, lines 3 through 26, column 20, lines 
15 through 57, and column 24, line 59 through column 25, line 14), synthesizing means for 
synthesizing the first image data processed by the image processing means with the second 
image data produced by the operating condition image producing means (see Fig. 9, column 22, 
line 47 through column 23, line 7, and step 2404, column 47, lines 28 through 62), means for 
controUing the image forming means to form an image corresponding to the first and second 
image data synthesized by the synthesizing means on the sheet of paper (step 2404 in Fig. 24, 
column 47, lines 28 through 62). Further, Antognini teaches that the operating condition image 
producing means includes means for producing an image data indicative of input conditions of 
the reading means (column 19, lines 3 through 26). 

Li & Antognini are combinable because they are from the same field of endeavor, being 
systems that encode data on substates. 
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At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to further include a means for producing an image data indicative of input conditions of 
the reading means, as taught by Antognini, in the system of Li. 

The suggestion/motivation for doing so would have been that Li's system would become 
more efficient, as Li's system would include the ability to determine the optimum printer/scanner 
combination for the desired output, as recognized by Antognini in column 1, lines 41 through 58, 
and column 4, Unes 49 through 62. 

Therefore, it would have been obvious to combine Antognini's teachings with the system 
of Li to obtain the invention as specified in claims 22, 26, and 30. 

Regarding claims 23, 27, and 31, Li discloses the apparatus discussed in claims 19, 20, 
21, respectively, but fails to particularly teach if the operating condition image processing means 
includes means for producing an image data indicative of a resolution and sampling rate of the 
reading means. 

Antognini discloses an image forming apparatus (see Fig. 24) comprising reading means 
for reading a document and providing image data on the document as first image data (being 
inherent in a facsimile machine, column 22, line 47 through column 23, line 7, column 47, lines 
28 through 45, and column 48, lines 1 through 28), image processing means for processing the 
first image data provided by the reading means (steps 2401 and 2402, column 47, lines 28 
through 38), image forming means for forming an image on a sheet of paper corresponding to 
input image data (printed onto a substrate at step 2404, whereby a printer is inherently in a 
facsimile machine), operating condition image producing means for producing image data as 
second image data (digitally encoded substrate, see Figs, 1 and 2), indicative of at least one of 
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operating conditions which determine image quality of the reading means, the image processing 
means and the image forming means (see Fig. 2, column 19, lines 3 through 26, column 20, lines 
15 through 57, and column 24, line 59 through column 25, line 14), synthesizing means for 
synthesizing the first image data processed by the image processing means with the second 
image data produced by the operating condition image producing means (see Fig. 9, column 22, 
line 47 through column 23, line 7, and step 2404, column 47, lines 28 through 62), means for 
controlling the image forming means to form an image corresponding to the first and second 
image data synthesized by the synthesizing means on the sheet of paper (step 2404 in Fig. 24, 
column 47, lines 28 through 62). Further, Antognini teaches that the operating condition image 
processing means includes means for producing an image data indicative of a resolution (column 
19, lines 3 through 26, column 20, lines 15 through 57, and column 24, line 59 through column 
25, line 14) and sampling rate of the reading means (column 15, line 18 through column 16, line 
16). 

Li & Antognini are combinable because they are fi-om the same field of endeavor, being 
systems that encode data on substates. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to fiirther include a means for producing an image data indicative of a resolution and 
sampling rate of the reading means, as taught by Antognini, in the system of Li. 

The suggestion/motivation for doing so would have been that Li's system would become 
more efficient, as Li's system would include the ability to determine the optimum printer/scanner 
combination for the desired output, as recognized by Antognini in column 1, hnes 41 through 58, 
and column 4, lines 49 through 62. 
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Therefore, it would have been obvious to combine Antognini's teachings with the system 
of Li to obtain the invention as specified in claims 23, 27, and 31. 

Regarding claims 24, 28, and 32, Li discloses the apparatus discussed in claims 19, 20, 
and 21, respectively, but fails to specifically teach if the operating condition image processing 
means includes means for producing an image data indicative of output conditions of the image 
forming means. 

Antognini discloses an image forming apparatus (see Fig. 24) comprising reading means 
for reading a document and providing image data on the document as first image data (being 
inherent in a facsimile machine, column 22, line 47 through column 23, line 7, colunrn 47, lines 
28 through 45, and column 48, lines 1 through 28), image processing means for processing the 
first image data provided by the reading means (steps 2401 and 2402, column 47, Unes 28 
through 38), image forming means for forming an image on a sheet of paper corresponding to 
input image data (printed onto a substrate at step 2404, whereby a printer is inherently in a 
facsimile machine), operating condition image producing means for producing image data as 
second image data (digitally encoded substrate, see Figs. 1 and 2), indicative of at least one of 
operating conditions which determine image quality of the reading means, the image processing 
means and the image forming means (see Fig. 2, colimin 19, lines 3 through 26, column 20, lines 
15 through 57, and column 24, line 59 through column 25, line 14), synthesizing means for 
synthesizing the first image data processed by the image processing means with the second 
image data produced by the operating condition image producing means (see Fig. 9, colimm 22, 
line 47 through column 23, line 7, and step 2404, column 47, lines 28 through 62), means for 
controlling the image forming means to form an image corresponding to the first and second 
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image data synthesized by the synthesizing means on the sheet of paper (step 2404 in Fig. 24, 
column 47, lines 28 through 62). Further, Antognini teaches that the operating condition image 
producing means includes means for producing an image data indicative of output conditions of 
the image forming means (column 10, lines 34 through 46, and column 19, lines 3 through 26). 

Li & Antognini are combinable because they are from the same field of endeavor, being 
systems that encode data on substates. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to further include operating condition image producing means includes means for 
producing an image data indicative of output conditions of the image forming means, as taught 
by Antognini, in the system of Li. 

The suggestion/motivation for doing so would have been that Li's system would become 
more efficient, as Li's system would include the ability to determine the optimum printer/scanner 
combination for the desired output, as recognized by Antognini in column 1, lines 41 through 58, 
and column 4, lines 49 through 62. 

Therefore, it would have been obvious to combine Antognini's teachings with the system 
of Li to obtain the invention as specified in claims 24, 28, and 32. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the maihng date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) v^ill be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. Any inquiry conceming this conmiunication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Joseph R. Pokrzywa 
Examiner 
Art Unit 2622 
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